Appl.No.: 09 885,336 

Amdt. dated September 29, 2003 

Reply to Office Action dated April 28, 2003 


REMARKS 

In the specification, paragraphs [001] and [0035] have been amended to correct 
typographical and clerical errors in accordance with the Examiner's suggestion. 

Old claims 1-11 have been canceled. New claims 12-27 have been substituted. 
Independent claims 12 and 19 have been drafted to include the limitations of claim 4 which the 
Examiner indicated included allowable subject matter if rewritten in independent form to include 
the limitations of the base claim. Accordingly, independent Claims 12 and 19 include the 
limitations of old claim 4, with the exception noted below, and correspond to canceled 
independent claims 1 and 10. The limitations "dry" and "without lubrication"which appeared in 
the old claim set have been eliminated from the new claim set because they are not deemed be 
relevant to the patentability of the claimed inventions. Also, some typographical and clerical 
errors have been corrected from the old set of claims in the new set of claims. 

Further, Claim 27 has been added to clarify that the claimed invention includes both die 
casting dies for use with molten metal as well as molds used in plastic molding of articles. 
Support for the claim can be found in paragraph [006]which states, "There is a need for nominal 
sized ejector pins having a friction reducing treatment which remains intact following the cutting 
and deburring of the ejector pin, so that builders of plastic injection molds and die cast dies can 
quickly and economically purchase a pre-treated pin "off the shelf \" 

Also, included herew ith is a petition for extension of time. Applicant believes the claims 
are now in condition for allowance and respectfully requests the timely issuance of a Notice of 
Allowance. 
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Respectfully submitted, 


Law Offices of Mark A. Hamill, P.C. 


By M*^~J £. 
Mark A. Hamill 
Reg. No. 37,145 
Tel.:(630) 793-0790 
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Please find below and/or attached an Office communication concerning this application^ proceeding 


^ ~7/q1flB9 Application No". ~ ' Applicant(s) 


j 09/885,336 

Office Action Summary ^amineT 


STARKEY, GLENN 


Art Unit j 

; Thu Khanh T. Nguyen , 1722 . 

^ MAILING DATE of this communication appears on the cover sheet with the correspondence a&$ess - 
Period for Reply ^ * 1 - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM ^<f> 
THE MAILING DATE OF THIS COMMUNICATION. / . ' ^ . ^ 

- Extensicns of tine may available unaer the provisions of 37 CFR 1 136(a). in no event, however, may a reply be timely filed r ( " <\'l . 
after SIX (6; MONTHS from the mailing date of this communication , ~^C? 

- If the penod for reply specified above is less than thirty (30) davs, a reply w;thm the statutory minimum of thirty (30) days will be considered timelf . *" 

- if NO period for reply ,s specified above, the maximum statutor/ period wiil apply and will expire SIX (6) MONTHS from the mailing aate of this communication 

- Failure to reply within the set or extended period for reply will, L-y statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any r epl/ received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b). 

Status 

1 )IZ] Responsive to communication(s) filed on . 


2a)H This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) [x] Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) 1-3 and 7-11 is/are rejected. 

7) \Z\ Claim(s) 4J5 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) CH The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)[jAII b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. H Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

140 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 
1 5'ilj Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
Attachment(s) 

' ) 'Zl -Notice of References Citec i^TO-392) 4) C nterview Summary-' (PTO-413) Paper \C[S). 

2'- r~ Notice of Oraftsperscn's Patent Drawing Rev;ew (PTO-948'i 5) Notice of Informal Patent Application iP~0-152) 

3 ' ZL -cmnaticn Disooscre Statements) iP^O-144S) Paper Nois) 5 6) Q Other: 


PTO-326 tRev 04-01 > Office Action Summary Part ; 


Application. Control Number: 09 885,336 Page 
Art Unit: 1722 

DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: on page 1, line 6, tlu 
L'.S. Pat. No. 265,042 should have been U.S. Ser. No. 08/265,042. Also the statuses of those 
patent applications need to be updated. 

Appropriate correction is required. 

2. The spelling of PTFE should be consistent throughout the whole specification and the 
claims. The correct spelling is polytetrafluoroethylene. 

Claim Objections 

3. Claim 2 is objected to under 37 CFR 1 -75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The thickness of 0.00004 inch to 0.001 inch is out of the range of 
0.00004 to 0.00007 inch and does not further limit the thickness range as claimed in claim 1 . 

Claim Rejections - 35 CSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth m 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill m the ait to which said subject matter pertains. Patentability shall not be negatived by the 
manner m which the invention was made. 

5. Claims 1-3 and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Riley et al (4,443.1 72) in view of the Japanese reference (06-15 1490). 


Application/Control Number: 09/885,336 Page 3 

Art Unit: 1722 

Riley ct al disclose an apparatus for molding cathode electrodes for sodium sulphur cells, 
comprising an upper mold portion (44) and a lower mold portion (42) forming a cavity (50); an 
ejector receiving bore (Figs. 2-4, bores around pins 60), a plurality of ejector pins (60) with 
elongated, steel shank extending into the mold cavity to eject molded article (Fig. 4, 60), wherein 
the pins having a coating layer of chrome-plating to eliminate sticking of the molded component 
to the pin (col. 5, lines 33-35). However, Riley fails to disclose the coating layer consisting of 
nickel alloy and having a thickness of less than 0.00001 inch up to 0.00007 inch. 

The Japanese reference ('490) discloses a mold for manufacturing semiconductor device, 
comprising a plurality of ejector pins (10-1 to 10-4) being coated with a film layer containing 
cluster diamond, chrome and nickel to improve water resistant and durability (see Title and 
abstract); wherein the thickness of the coating ranged from 0.000004 inch ( 0.1 urn) to 0.0012 
inch (50 |um). 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to modify Riley by replacing the chrome-plating coating layer with a coating 
layer consisting of nickel alloy with the thickness of 0.000004 inch to 0.0012 inch as taught by 
the Japanese reference, because the nickel alloy coating would improve water resistant and 
durability of the ejector pins: wherein the thickness of 0.00004 inch to 0.0012 inch has proved to 
work best for ejector pins in the semiconductor molding apparatus. 

b. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Riley et al 
( L l 7 2) in view of the Japanese reference (/490) as applied to claims 1-3 and 10-1 1 above, and 
further in view of Reed (4,235.583). 
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Riley ct al and the Japanese reference disclose a molding apparatus with a plurality of 
ejector pin having nickel alloy coating, but fail to disclose the metal coating is an alloy including 
cobalt and nickel. 

Reed discloses an extrusion die having a plurality of grid pin (13) having a coating (15) 
consisting of nickel, chromium, cobalt and cobalt-nickel to produce a uniform and smooth 
surface (col. 2, lines 61-65). 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to modify Riley by providing a coating layer consisting of nickel or cobalt- 
nickel as taught by Reed, because cobalt-nickel is another alternative which also provide a 
uniform and smooth surface for the ejector pins. 

In regard to claim 8, it would have been obvious to a skilled artisan to select the right 
ration for the nickel-cobalt compound depending on the desired hardness, smoothness of the 
coating layer. It is well settled that determination of optimum values of cause effective variables 
such as these process parameters is within the skill of one practicing m the art. In re BoescJu 205 
USPQ215 (CCPA 1980). 

Allowable Subject Matter 

7. Claims 4-6 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any interv ening claims. 

8. The following is a statement of reasons for the indication of allowable subject matter: the 
prior art fails to teach or suggest an ejector pin or any mold parts having a coating consisting ol 
nickel, phosphorus, and polytetrafluoroethylene. 
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Conclusion 


9. 


The prior art made of record and not relied upon is considered pertinent to applicant's 


disclosure. In regard to the thickness of the coating layer, according to the letter from attorney 
Jeffery A. Sadowski dated March 1, 200 1, Amolloy has coated ejector pins having thickness of 
0.000060 to 0.00007 inch as standard practice since at least 1982. 

The German reference ( 197 20 927 Al) discloses a lubricating coating for ejector pins 
consisting of a matrix ( 1 8), chemically deposited nickel (see title and abstract) to improve wear 
resistant. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thu Khanh T. Nguyen whose telephone number is 703-305-7167 
The examiner can normally be reached on Monday- Friday, 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L Walker can be reached on 703-308-0457. The lax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 . 
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